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Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-17 and 21 is/are rejected. 

7) M Claim(s) 18-20 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner, 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 


4) □ Interview Summary (PTO-413) Paper No(s). . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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PTOL-326 (Rev. 1 1-03) Office Action Summary Part of Paper No. 20031 126 


Attachment(s) 

1 ) Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Deformation Disclosure Statement(s) (PTO-1449) Paper No(s) . 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 1, where applicant acts as his or her own lexicographer 
to specifically define a term of a claim contrary to its ordinary meaning, the written 
description must clearly redefine the claim term and set forth the uncommon definition 
so as to put one reasonably skilled in the art on notice that the applicant intended to so 
redefine that claim term. Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 
1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The term "wings" is used by the claim to 
mean "appendages driven by a motor to propel the toy through water" (note line 5 of the 
claim), while the accepted meaning appears to refer to a flying object. The term is 
indefinite because the specification does not clearly redefine the term. 

Regarding claim 21 , it is not clear if the word "its" in line 9 and 1 0 of the claim 
refers to one of the flaps or the water toy. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by Grieder. 

Grieder teaches in figures 1-5 a turtle-shaped toy comprising a body having a 
front left and right flippers protruding therefrom (15, 17), the front left and right flippers 
are cyclically driven in a forward to rearward motion on a first plane that is substantially 
coplanar with the water's surface (col. 2, lines 52-68, col. 3, lines 17-67 and col. 4, lines 
1-29) by a motor (12) disposed in the body (fig.l)and the front left and right flippers are 
both hydro-dynamically contoured to have less drag when moving forwardly in the water 
than when moving rearward so that the cyclically driven motion propels the toy forwardly 
in the water (col. 3, lines 17-67 and col. 4, lines 1-29). 

Allowable Subject Matter 

Claims 18-20 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claims 1 and 21 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office action. 

Claims 2-16 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art teaches most of the elements of the claimed invention. However, 
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the prior art fails to teach "said one or more rear appendages being adjustable to control 
one or both of the toy's propulsion speed and direction in the water" as recited in claim 1 
and the method including the steps of "adjusting one of said flaps toward its highest or 
lowest drag state, to increase or decrease it's hydro-dynamic drag relative to the other 
flap, thereby causing or changing curvature of the toy's propulsion, adjusting both of 
said flaps symmetrically towards their highest or lowest drag states, to increase or 
decrease the overall drag of the toy symmetrically, thereby changing the speed of the 
toys propulsion and asymmetrically adjusting both of said flaps, towards each flaps 
highest or lowest drag state independently, thereby changing and controlling both the 
speed and curvature of the toy's propulsion simultaneously" as recited in claim 21. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Glass teaches a toy fish. Bryan teaches an artificial fish bait. 
Thomas teaches a toy crocodile. Tong teaches aquatic toys. Baxter teaches an 
automatic toy . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bena Miller whose telephone number is 703.305.0643. 
The examiner can normally be reached on Monday-Friday. / 


Bena Miller 
Examiner 
Art Unit 3712 



bbm 

November 26, 2003 
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